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This is in response to the appeal brief filed August 14, 2006 appealing from the Office 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The following are the related appeals, interferences, and judicial proceedings 
known to the examiner which may be related to, directly affect or be directly affected by 
or have a bearing on the Board's decision in the pending appeal: 

Appellant has filed a Notice of Appeal in US patent application SN 10/613,896, 
filed on July 3, 2003. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
substantially correct. It is noted that with respect to the first numbered (double 
patenting) ground of rejection, claims 1-8 of this application are rejected as being 
unpatentable over claims 1-16 of co-pending application serial number 10/613,896. 

It is also noted that another ground of rejection should be listed including: 
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5. Whether claim 8 is unpatentable under 35 U.S.C. 1 03(a) over PCT 
reference WO 01/60660 to Spry in view of Kemery et al. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

WO 01/60660 SPRY 8-2001 

4,261 ,496 MAREYDT et al 4-1 981 

5,706,680 WROBLE 1-1998 

6,263,709 KEMERY et al 7-2001 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 2 and 5-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
the PCT reference (660). 

The PCT reference teaches an apparatus for mounting a surfboard to a vehicle, 
including a mounting bracket shown directly below the shackle 3 in figure 8, which 
mounting bracket receives the screws 14, 15, a mating unit 1 removably secured to the 
mounting bracket, the mating unit including an adjustable shackle 3, 7 and a mating 
portion 1, first 5 and second 2, 14, 15 locking mechanisms which both allow adjustment 
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of the shackle as well as removably secure the mating portion to the mounting bracket 
by preventing access to the screws 14, 15 of the second locking mechanism 2, 14, 15 
when in a locked condition, wherein the screws 14, 15 are inaccessible when the 
surfboard is in a locked condition. The screws 14, 15 of the second locking mechanism 
2, 14, 15 are used in conjunction with a key lock 2- to define the second locking 
mechanism 2, 14, 15. The mounting bracket as seen in fig. 8 includes a rear planar 
surface which faces the vehicle, and opposite upper and lower side portions extending 
upwardly therefrom. Cushions 12 and 13 are also included. With respect to claim 8, a 
snowboard is not positively claimed, and the apparatus of the PCT reference is capable 
of use with a snowboard. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over the PCT 

reference (660) in view of Kemery et al. 

Kemery teaches a shackle 10 for locking a snowboard. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to substitute a 
snowboard for the surfboard of the PCT reference, in view of the teaching of Kemery et 
al, the motivation being to prevent theft of a snowboard when it is not in use. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over the PCT 
reference (660) in view of Mareydt et al. 
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Mareydt teaches a slotted lower surface in element 15 of a mounting bracket to receive 
a tabbed lower surface of a mating unit 46. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to include interengaging 
tab(s) and slot(s) with the mounting bracket and mating unit of the PCT reference, in 
view of the teaching of Mareydt et al, the motivation being to provide a strong 
connection therebetween. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over the PCT 
reference (660) in view of Wroble. 

It is first noted that claim 4 does not positively claim a surfboard of a fin and fin removal 
mechanism. Wroble teaches a fin guard 350 on a shackle as seen in fig. 5B which is 
capable of covering a fin removal mechanism. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide a fin guard with the 
shackle of the PCT reference, in view of the teaching of Wroble, the motivation being to 
prevent tampering and theft of a fin of a surfboard. 
(10) Response to Argument 

In response to the ARGUMENTS beginning on page 4 of the Appeal Brief, 
concerning the double patenting rejection, the statement by appellant is regarded by the 
examiner as an admission that the double patenting rejection is appropriate, and should 
be sustained. It is further noted that claims 1 -16 of the US patent application SN 
10/613,896 were relied upon in the rejection of claims 1-8 of the instant application. 

In ARGUMENT II, in the last paragraph of page 4 of the Appeal Brief, appellant 
takes issue with the PCT reference (660), and argues that such PCT reference teaches 
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the use of screws to secure the two brackets to the roof rack, and not a lock. These 
arguments are not regarded by the examiner as being valid. In rejecting claims 1 , 2 and 
5-8, the examiner sets forth that the PCT reference (660) teaches a mounting bracket 
which is unlabeled, but is shown as being directly below the shackle 3 in figure 8, which 
mounting bracket receives the screws 14, 15: 




The PCT reference (660) further teaches a mating unit which is removably connected to 
the mounting bracket. The mating unit includes a mating portion defined by the tubular 
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portion 1, wherein the tubular mating portion 1 is removably secured to the mounting 
bracket, and is also fixedly secured to the adjustable shackle 3, 7 as seen in figures 1 
and 2 below. The screw fasteners 14, 15 of the PCT reference extend through 
mounting holes which extend through a bottom surface of the tubular portion 1 . 



The apparatus of the PCT reference further includes first and second locking 
mechanisms. A first key operated lock 5 is shown in figure 2, and a second key 
operated lock 2 is shown in figure 1 above. The first key operated lock 5 allows 
adjustment of the shackle portions 3 and 7 in an unlocking condition, and prevents 
adjustment of the shackle portions 3 and 7 when in a locked condition. The second key 
lock 2 cooperates with the screw fasteners 14, 15 to define a second locking 
mechanism 2, 14, 15. When the second key lock 2 is in its unlocking condition along 
with key lock 5 being in its unlocking condition, shackle portion 7 may be removed 




III 
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relative to shackle portion 3. This removal of shackle portion 7 also allows the screws 
14, 15 to be accessed, which screws 14, 15 are regarded as being capable of being 
removed. This removability of the screws 14, 15 renders the mating unit 1 as being 
removably connected to the mounting bracket. 

In the last three lines of page 4 of the Brief, appellant argues that the PCT 
reference teaches the use of screws, but does not teach a lock. The examiner submits 
that key lock 2 of the PCT reference operates in conjunction with the screws 14, 15 to 
define a second locking mechanism (2, 14, 15), as claimed. 

On page 5, the first four paragraphs of the Brief, appellant also argues that the 
PCT reference does not teach a mating unit that can be "removably connected" to a 
mounting bracket. In support of this, appellant sets forth that on page 1 , lines 22-25, the 
PCT reference to Spry discloses that one bracket is "permanently attached" to the top of 
the roof rack by means of screws or the like. In support of this argument, appellant 
further provides a definition of the word "permanent". These arguments are respectfully 
submitted as not being valid. It is first noted that the "permanent" definition set forth by 
appellant in the Brief is not specifically set forth in the disclosure of the PCT reference. 
It is submitted by the examiner that the mating unit 1 of the PCT reference is clearly 
capable of being removed from the mounting bracket, if desired, and that the 
"permanently attached" description of the PCT reference is a relative term, in relation to 
the removable, adjustable shackle portion 7. This removability of the mating unit of the 
PCT reference requires only well known removable fasteners, such as screws. Further, 
it would seem very unlikely that Spry, being one of ordinary skill in the art, would never 
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want to remove the mating unit of the PCT reference. Examples of when one would 
want to remove the mating unit of the PCT reference include: 1 .) when one would not 
want to use the unit for a period of time, 2.) when one would want to either clean the top 
of the vehicle on which it is mounted, and 3.) when one would want to sell the vehicle, 
and retain the mating unit for use on another vehicle. Accordingly, it is submitted that 
the rejection of claims 1 , 2 and 5-8 under 35 USC 102 as being anticipated by the PCT 
reference (660) to Spry should be sustained. 

At the bottom of page 5, the fifth full paragraph of the Brief, appellant argues 
against the rejection of claim 3 under 35 USC 103, as being unpatentable over Spry in 
view of Mareydt et al. Appellant notes that claim 3 is dependent upon claim 1 , and 
appellant believes that claim 1 is allowable. The examiner maintains his position that 
claim 3 is properly rejected as being unpatentable over Spry in view of Mareydt et al, as 
set forth in the above Grounds of Rejection. 

In the last paragraph of page 5 and continuing on page 6 of the Brief, appellant 
argues against the rejection of claim 4 under 35 USC 103, as being unpatentable over 
Spry in view of Wroble. Appellant notes that claim 4 is dependent upon claim 1 , and 
appellant believes that claim 1 is allowable. The examiner maintains his position that 
claim 4 is properly rejected as being unpatentable over Spry in view of Wroble, as set 
forth in the above Grounds of Rejection. 

The examiner also notes that claim 8 is rejected under 35 USC 103 as being 
unpatentable over the PCT reference (660) to Spry in view of Kemery et al. The Brief 
does not address this rejection, and the examiner maintains his position that claim 8 is 
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properly rejected as being unpatentable over Spry in view of Kemery et al, as set forth 
in the above Grounds of Rejection. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is submitted that the rejections of claims 1-8 should be 
sustained. 

Respectfully submitted, 



Lloyd A. Gall 



Lloyd A. Gall 
Primary Bamlmii 
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